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Trademarks: Recent EU 
Case Law Analysis
Jordi Güell

Introduction

The aims set out in the EU treaties 
are achieved by several types of legal 
acts. The most usual ones being EU 
Regulations and EU Directives. A 
Regulation is a binding legislative act. 
It is a legal act that applies automati-
cally and uniformly to all EU coun-
tries as soon as it enters into force, 
without needing to be transposed 
into national law. EU Regulations 
are binding in their entirety on all EU 
countries. This is the case, for instance, 
of the EU Regulation 2017/1001 of 
14 June 2017 on the European Union  
Trademark.

A Directive is a legislative act that 
sets out a goal that all EU countries 
must achieve. However, it is up to 
the individual countries to devise 
their own laws on how to reach 
these goals. One example is the 
EU Trademark Directive, which is 
intended to approximate the laws of 
the Member States of the European 
Union which relate to trademarks 
and to harmonize disparities in the 
respective Trademark laws which 
have the potential to impede the free 
movement of goods and provision 
of services, or to distort competi-
tion within the European Union.

The Court of Justice of the 
European Union (CJEU) interprets 
EU law to make sure it is applied in 
the same way in all EU countries, 
and also by the EUIPO.

In the present article, we will exam-
ine three recent European decisions 
where the Courts had to interpret 
autonomous concepts of European 
trademarks: bad faith, evocation of 
a geographical indication and genu-
ine trademark use.

Geographical 
Indications: The 
Queso Manchego 
Case

The Manchego case is the latest 
in a line of judgments showing the 
evolution of the concept of “evo-
cation” of a PDO-PGI, following 
Cambozola (Case C-87/97) and 
Parmesan (C-132/05) in which the 
CJEU declared that a GI may be 
infringed if  the term used to desig-
nate a product incorporates a simi-
lar designation, and subsequently 
in Glen (Case C-44/17) where the 
CJEU stated that there may also be 
evocation as a result of the simple 
“conceptual proximity” between the 
GI and the disputed sign.

Article 13.1(b) of Council 
Regulation No. 2081/92 of 14 July 
1992 on the protection of geograph-
ical indications and designations of 
origin for agricultural products and 
foodstuffs states that “Registered 
names shall be protected against (b) 
any misuse, imitation or evocation, 
even if  the true origin of the prod-
uct is indicated (…).”

The plaintiff (Fundación Consejo 
Regulador de la Denominación de 
Origen Protegida Queso Manchego) 
is a foundation responsible for manag-
ing the protected designation of origin 
(PDO) of Queso Manchego, Spain. 
Manchego Cheese is a specific kind of 
sheep cheese protected in Spain since 
1984 and in the EU by Commission 
Regulation (EC) No. 1107/96.

The foundation’s main functions 
are to protect and promote the col-
lective interests of MANCHEGO 
CHEESE, including, where 

necessary, to take legal action 
against products that by their pre-
sentation or labeling may induce 
consumers to believe that such 
products are Manchego cheese 
when they do not qualify as such.

The defendant is the Spanish 
food producer Industrial Quesera 
Cuquerella SL (IQC). The dispute 
concerned the use by IQC of  labels 
to identify and market cheese 
that does not qualify as QUESO 
MANCHEGO, according to the 
specific requirements of  the PDO, 
which requires both geographical 
provenance and a particular tech-
nical product specification that 
give the cheese certain characteris-
tics of  texture, aroma, and flavor.

The Queso Manchego Foundation 
filed a combined infringement and 
invalidity claim on the basis of EU 
Regulation No. 2081/92 against 
IQC, who had been using the image 
of Don Quixote de la Mancha 
and the name “Quesos Rocinante” 
to designate cheese that did not 
qualify for the PDO QUESO 
MANCHEGO. Although the 
actual brand names were dissimi-
lar to the term “Queso Manchego,” 
IQC’s use of the name “Rocinante” 
was to produce an association with 
Don Quixote de la Mancha (specifi-
cally, “Rocinante” was the name of 
his horse) as well as using images 
of Don Quixote and windmills on 
the packaging of the cheese, which 
are typical and evocative of the La 
Mancha region in Spain. The Queso 
Manchego Foundation considered 
that this would make consum-
ers believe that they were buying 
“Manchego” cheese.

At first instance, the Commercial 
Court dismissed the action on the 
ground that the signs and names 
used by IQC to market the cheeses 
were not visually or phoneti-
cally similar to the PDOs QUESO 
MANCHEGO or LA MANCHA 
and that the use of signs such as the 
name “Rocinante” or the image of 
the literary character Don Quixote 
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de La Mancha was merely evocative 
of the region of La Mancha, Spain, 
in general, but not specifically the 
cheese covered by the PDO QUESO 
MANCHEGO.

The Queso Manchego Foundation 
appealed to the Appeal Court of 
Albacete, which also rejected the 
appeal in its judgment of October 
28, 2014. Essentially following the 
same findings as at first instance, 
the Appeal Court considered 
that the use of the name of Don 
Quixote’s horse and of images typi-
cal of La Mancha on the labels of 
those cheeses could lead consum-
ers to think of the region of La 

Mancha, but not necessarily of the 
cheese covered by the PDO QUESO 
MANCHEGO.

The Queso Manchego 
Foundation subsequently brought 
an appeal against that judgment 
before the Supreme Court of 
Spain, who referred the following 
questions to the CJEU for a pre-
liminary ruling:

(1) Must the evocation necessar-
ily be brought about by the 
use of  a name visually, pho-
netically or conceptually simi-
lar to the [PDO] or may it be 
brought about by the use of 

figurative signs evoking the 
[PDO]?

(2) Can the use of signs evoking the 
region with which a [PDO] is 
associated constitute evocation 
of the [PDO] itself, even when 
the user of those signs is a pro-
ducer established in the region 
associated with the [PDO], but 
whose products are not pro-
tected by [that PDO] because 
they do not meet the require-
ments set out in the product 
specification, apart from the 
geographical provenance?

(3) Must the concept of the aver-
age consumer in order to assess 

Typical Don Quixote imagery

Infringing cheese
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whether there is “evocation”, be 
understood to cover European 
consumers or can it cover only 
consumers of the Member State 
in which the challenged product 
is produced or with which the 
PDO is geographically associ-
ated and in which the product is 
mainly consumed?

In its judgment of May 2, 2019, 
the CJEU replied to the above ques-
tions as follows:

(1) A registered name may be 
evoked through the use of figu-
rative signs.

(2) The use of figurative signs evok-
ing the geographical area with 
which a designation of origin is 
associated may constitute evoca-
tion of that designation, includ-
ing where such figurative signs are 
used by a producer established in 
that region, but whose products, 
similar or comparable to those 
protected by the designation of 
origin, are not covered by it.

(3) The concept of the average con-
sumer who is reasonably well 
informed and reasonably obser-
vant and circumspect, to whose 
perception the national court 
has to refer in order to assess 
whether there is “evocation” 
must be understood as covering 
European consumers, including 
consumers of the Member State 
in which the product giving rise 
to evocation of the protected 
name is made or with which 
that name is geographically 
associated and in which the 
product is mainly consumed.

Following the judgment of the 
CJEU, on July 18, 2019, the Supreme 
Court of Spain declared that the use 
of the name “Rocinante” and images 
evoking La Mancha region infringed 
the PDO QUESO MANCHEGO. It 
also cancelled the trademarks regis-
tered in the name of IQC as far as 
“cheese” was concerned.

The CJEU’s guidance in Queso 
Manchego (Case C-614/17) now 
confirms that a registered GI may 
also be evoked through the use of 
figurative signs.

Bad Faith: The 
Koton Case

The EU TM Directive states in its 
Article 4.2 that “A trademark shall 
be liable to be declared invalid where 
the application for registration of 
the trademark was made in bad faith 
by the applicant”. However, the 
concept of bad faith is not defined, 
delimited or even described in any 
way in the legislation. The lack of 
statutory definition of bad faith has 
led to divergent judicial formula-
tions of the standards to satisfy bad 
faith throughout Member States.

Some clarity in standardiza-
tion was provided from the 
CJEU’s inaugural judgment on 
bad faith under the Regulation in 
Choladenfabriken Lindt & Sprüngli 
AG v Franz Hauswirth GmbH (judg-
ment of 11/06/2009, case C-529/07, 
Lindt Goldhase). In that case, the 
Advocate General Sharpston pro-
posed to define it as a “conduct 
which departs from accepted prin-
ciples of ethical behavior or honest 
commercial and business practices” 
and the Court proposed a “multi 
factorial” approach that soon 
became insufficient to assess bad 
faith in different situations.

The CJEU considered the issue 
of bad faith in its decision in Koton 
Magazacilik Tekstil Sanayi ve 
Ticaret v. EUIPO (Case C-104/18P, 
judgment of the CJEU dated 
September 12, 2019). On April 25, 
2011, Mr. Nadal Esteban (Esteban) 
filed an application for the registra-
tion of a figurative mark (see Figure 
1) as an EUTM for classes 25, 35, 
and 39. Koton Magazacilik Tekstil 
Sanayi ve Ticaret (Koton) filed a 
notice of opposition in reliance of 

two earlier registered trademarks 
in the EUIPO and in Malta (see 
Figure 2), both of which covered 
classes 25 and 35.

The opposition was upheld for 
both classes 25 and 35 but rejected 
for class 39. The mark was subse-
quently registered under class 39 
on November 5, 2014. In response, 
Koton filed an application for inva-
lidity on the basis that Esteban had 
acted in bad faith under Article 52(1)
(b) of the 2009 EUTM Regulation.

The Cancellation Division of the 
EUIPO rejected the application for 
a declaration of invalidity of the 
mark at issue, and the appeal to the 
Second Board of Appeal of EUIPO 
was dismissed. The General Court 
subsequently upheld the decision to 
dismiss the invalidity application, 
finding that there could be no bad 
faith, as there was neither identical-
ity nor similarity capable of causing 
confusion between the goods or ser-
vices of Koton’s earlier marks and 
the services in class 39 for which the 
mark at issue had been registered.

Koton subsequently appealed to 
the CJEU. Before the CJEU’s rul-
ing, Advocate General Kokott (AG) 

Fig. 2 (earlier trademarks)

Fig. 1 (trademark applied for)
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gave her opinion and concluded that 
the approach of the General Court 
had been incorrect. The General 
Court had ruled that bad faith pre-
supposes that a third party is already 
using an identical or similar sign for 
an identical or similar product or 
service capable of being confused 
with the mark being registered. In 
fact, the ground for invalidity under 
Article 52(1)(b) of the 2017 EUTM 
Regulation does not require the 
applicant of an invalidity action to 
be the proprietor of an earlier mark 
but allows for any party to apply for 
a declaration of invalidity on the 
grounds of bad faith.

The AG opined that it is neces-
sary for the EUIPO and the courts 
to take into account all the relevant 
factors of bad faith, including the 
General Court and the CJEU’s 
historical rulings of bad faith in 
situations where the applicant of an 
application to register a trademark

- did not aim to use the mark 
in accordance with its essen-
tial function (Case C-529/07 
LINDT)

- did not intend to use the 
trademark but intended to 
use the trademark to mislead 
consumers (Case C-569/08 
Internetportal)

- applied with the sole purpose of 
preventing an imminent trade-
mark application made by oth-
ers (Case T-82/14 Copernicus) 
and

- wanted to establish the basis 
for acquiring a descriptive 
domain name (Case C-569/08 
Internetportal).

In addition, the AG noted that the 
General Court had failed to consider 
a key factor of the overlap of goods 
and services in classes 25 and 35 
between the mark at issue, when the 
application to register was filed, and 
Koton’s earlier marks. The inten-
tions of Esteban at the time of filing 
the application are key to assessing 

whether he was acting in bad faith. 
The fact that the application was 
originally filed for a mark for goods 
and services where Esteban knew or 
should have known, due to his earlier 
business relationship with Koton, 
that identical or similar trademarks 
existed is an important indication 
that the application to register the 
same mark for other goods or ser-
vices was also filed in bad faith. As 
the General Court’s judgment did 
not consider this factor in its assess-
ment of bad faith, the AG proposed 
that the CJEU set aside the judg-
ment of the General Court.

The CJEU followed the AG’s rea-
soning and set aside the judgment 
of the General Court. Before assess-
ing the General Court’s ruling, the 
CJEU made the distinction between 
the concept of “bad faith” in every-
day use, which presupposes a state 
of mind or dishonest intention, and 
the concept of “bad faith” in EU 
trademark law, which relates to use 
in trade and ensuring fair compe-
tition. The CJEU clarified that a 
trademark must be declared invalid 
on the ground of bad faith under 
two circumstances:

1. where it is clear from all relevant 
considerations that the appli-
cant, at the time of filing the 
application to register, intended 
to undermine the interests of 
third parties, especially if  filed 
in a manner inconsistent with 
engaging in fair competition or 
honest practices; or

2. where the applicant, at the time 
of filing the application to reg-
ister and without needing to 
target a specific third party, 
intended to obtain an exclusive 
right for purposes other than 
those falling within the func-
tions of a trademark, especially 
in relation to the essential func-
tion of indicating origin.

The CJEU disagreed with the 
General Court’s findings that the 

existence of bad faith may be estab-
lished only where there is use in 
the course of trade of an identi-
cal or similar sign for identical or 
similar goods or services capable 
of being confused with the mark 
at issue. Instead, the CJEU agreed 
with the AG by clarifying that 
there is no requirement whatsoever 
that the applicant for the declara-
tion of invalidity be the proprietor 
of an earlier mark for identical or 
similar goods or services, nor does 
a likelihood of confusion need to be 
established.

The AG’s opinion on the General 
Court’s failure to consider the over-
lap of goods and services was also 
followed by the CJEU. It found that 
the General Court did not consider 
all relevant factual circumstances at 
the time the application for declara-
tion of invalidity was filed, includ-
ing the fact that Koton applied to 
declare the mark at issue invalid in 
its entirety. The CJEU left it with 
the competent body of the EUIPO 
to adopt a new decision on the 
application of invalidity following 
its ruling on how the ground of 
invalidity on the basis of bad faith 
should be assessed.

The CJEU did not take the 
opportunity to provide clarity 
on the divisibility of  a trademark 
application filed partly in bad 
faith, finding only that such divis-
ibility is plausible when read in 
conjunction with Article 52(3) of 
the 2009 EUTM Regulation,93 
which provides that an EUTM 
may be declared invalid in respect 
of  only some of  its registered 
goods or services. Notably, the 
AG had observed that the division 
of  an application for registration 
into an application partly filed in 
bad faith and partly filed in good 
faith may offer an incentive, and 
therefore amount to an abuse of 
the trademark system, to apply to 
register trademarks for a larger set 
of  goods and services than justified 
by the actual intended use.



Revocation of 
Historic Well-
Known Mark 
“AIWA” for Lack 
of Genuine Use

This case represents the Spanish 
installment of two companies (one 
from the United States and one 
from Japan) involved in an inter-
national dispute over the historic 
brand “AIWA.”

The company Aiwa Co. Ltd. was 
founded in 1959 in Japan and was 
once a well-regarded global brand, 
known for making quality audio 
products and being the market 
leader in several product catego-
ries. It created the first cassette tape 
recorder in the Japanese market in 
1964.

The company eventually became 
unprofitable and was purchased 
by Sony in 2003. AIWA was then 
rebranded as a new “youth-focused” 
division of Sony. This strategy ulti-
mately proved unsuccessful, and in 
2006 Sony announced that it had 
discontinued use of the AIWA 
brand.

In 2015, an American audio 
company known as Hale Devices, 
Inc. registered a number of trade-
marks for AIWA, both in the 
United States and in the EU. The 
company renamed itself  “AIWA 
Corporation” and started to pro-
duce and sell AIWA-branded audio 
equipment in 2015.

In February 2017, SONY sold its 
AIWA trademarks to one of its sup-
pliers, Towada Audio Co. In April 
2017, Towada changed its com-
pany name to “AIWA Co. Ltd.” 
and designed a plan to relaunch the 
AIWA brand internationally.

When AIWA Corporation became 
aware of this plan in 2017, it filed 
a series of revocation actions in 
various territories to cancel the 
trademark rights formerly owned 

by SONY on the grounds of non-
use. Spain was the first jurisdiction 
where these revocation proceedings 
reached a final decision.

The Japanese defendant sought 
to argue that the application for 
revocation was made in bad faith 
as the plaintiff  had misappropri-
ated a third party’s trademark. It 
also claimed that the trademark 
remained in genuine use, includ-
ing through the sales on e-Bay and 
other online platforms where old 
stock, refurbished or second-hand 
products remained available for pur-
chase. Furthermore, the trademark 
also remained in use with third 
party companies that still offered 
repair services and sold spare parts 
of AIWA products. In addition, the 
defendant had begun commercial 
preparations to recommence use 
and had signed license agreements 
with many local companies in dif-
ferent jurisdictions to “revive” and 
relaunch the brand.

In its judgment of April 10, 2019 
(Aiwa Corporation v. Aiwa Co. Ltd., 
Case 789/2017), the Commercial 
Court of Barcelona upheld the 
complaint of the U.S. company and 
cancelled the Spanish AIWA trade-
marks for non-use.

The Commercial Court did not 
consider that the American plain-
tiff  was acting in bad faith. It was 
the owner of a U.S. and an EU 
Trademark Registration, that had 
not been challenged by the defen-
dant, so it had a legitimate interest 
to remove the old trademarks from 
the Registry to be able to use its own 
trademarks without risk. The fact 
that similar cancellation actions had 
been launched in other jurisdiction 
strengthened the legitimate interest 

of the trademark owner to become 
the sole owner of exclusive rights on 
trademark AIWA and gain market 
share for the trademark.

In confirming a lack of  genuine 
use, the Court considered that no 
new products had been manufac-
tured or sold in Spain in the previ-
ous five years. The printouts from 
eBay, Amazon, and others show-
ing that AIWA products were still 
being sold was not sufficient, as 
these Web sites only showed the 
sale of  secondhand products by 
individual owners. In addition, the 
sale of  old stocks could only be 
regarded as “symbolic” without 
any intervention from the trade-
mark owner and without an aim to 
create or maintain a market share 
for the brand. In fact, some of  the 
new AIWA products brought for-
ward by the defendant were in fact 
AIWA products of  the plaintiff, 
AIWA Corporation.

A Private Investigator appointed 
by the plaintiff  helped prove that 
there were no AIWA products sold 
in Spain. He had made telephone 
enquiries to Sony, visited a large 
number of retailers of electronic 
goods in Spain, and made Internet 
searches, and all these enquiries 
clearly showed no genuine use of 
the trademark AIWA in the preced-
ing five years.

In relation to the repair ser-
vices and the fact that spare parts 
of  AIWA products could still be 
found, the Court considered that 
this was also irrelevant. Applying 
the findings of the CJEU in Ansul/
Minimax (case C-40/01, judgment 
of 13 March 2003) the Court con-
sidered that these repair services 
were not only of AIWA goods but 

Trademarks “AIWA” of Sony Corporation
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of dozens of other marks. Apart 
from that, these companies were 
completely unrelated to the trade-
mark owner. The Court said that if  
these repair service companies had 
indeed acted as an official service 
of  the AIWA brand, it would have 
been very easy to submit invoices 
proving this fact, which the defen-
dant never did.

Finally, considering the prepa-
rations for use, the Court con-
sidered that these took place 
after the defendant had become 
aware that the cancellation action 

could be filed. For example, the 
license agreement with a Spanish 
dealer filed as evidence in the 
proceedings was dated February 
21, 2018, a few months after the 
Spanish complaint had been  
filed.

Consequently, all the three 
Spanish Trademark Registrations 
(formerly in the name of SONY 
that now belonged to the recently 
created company AIWA Company 
Ltd) were cancelled for non-use. 
The judgment was not appealed and 
is final.
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